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I. Basis of the report 
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Description, pages: 
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considered to go beyond the disclosure as filed (Rule 70.2(c)): 

4. Additional observations, if necessary: 

see separate sheet 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
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1. With the letter dated 04.05.1999, Applicant submitted new claims 1-24. However, 
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2. Therefore, this IPER has been based on claims 1-27 originally filed, 
ad section III 
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overcome the above problem. In fact, there is neither indication of the nature of 
the recognition sequence, nor of its location. 

The latter problem still adheres with claims 3-10. 

2. The essential features of the present invention seem to be depicted in claim 1 1 as 
far as referring to claims 3-10. Claim 1 1 teaches that the gene encoding a pro- 
alpha chain comprises a recognition sequence derived from one pro-alpha chain 
and an alpha chain domain derived from a different source, in other words, claim 

1 1 teaches the exchange of the recognition sequence. The nature of the 
recognition sequence is incorporated by referring to claims 3-10. 

It follows that claim 1 1 , as far as referring to claim 2 also suffers from the absence 
of the identification of the recognition sequence. 

3. Claim 12 also involves problems upon interpretation. In fact, a "chimeric pro-alpha 
gene formed of at least two different pro-alpha chains" does not necessarily 
encompass the teaching of claim 1 1 . 
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The same applies to claim 16. 

4. Therefore, claims 13-15 can only be interpreted in a meaningful way by 
considering their dependencies on claim 11, exclusively. 

5. The same applies, mutatis mutandis, to the subject-matter of claims 17-27. 

6. Taken together, claims 1-10, 12, and 16, all complete, cannot be interpreted in a 
meaningful and therefore, cannot be subjected to IPE. The same applies to claims 
13-15 and 17-27, all partially. 

Therefore, claim 1 1 as far as referring to claims 3-10 and claims 13-15 and 17-27 
as far as referring thereto, form the basis of this communication. 

ad section V 

1 . The following documents are considered relevant prior art: 

D1: WO93/07889 

D2: JBC 269/39, 1994, 24354-60 

2. Novelty (Art.33(2) PCT): 

2.1 D1 discloses procollagen and collagen expression systems. Pro-alpha 1(1), 2(1), 
1(11) and 1(111) are combined thus creating hybrid constructs (see examples 1, 2 
and 6, claims 1-9 and 18-25). The expression product may have therapeutical use 
such as in the repair of cartilage damage (see page 10, line 20 to page 1 1 , line 
17). 

Accordingly, the subject-matter of claim 1 1 as far as referring to claims 3-6 is not 
novel. In fact, the particular recognition sequences of claims 3-6 are comprised in 
the hybrid genes as disclosed in D1 . 

2.2 The same applies to claims 13-15 and 1 7-21 as far as referring thereto. 
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3. Inventiveness (Art.33(3) PCT): 

3.1 The teaching that the gene encoding a pro-alpha chain comprises a recognition 
sequence derived from one pro-alpha chain and an alpha chain domain derived 
from a different source cannot be derived from the cited prior art in an obvious 
way. 

In fact, D1 - though it discloses "methods for the production of (pro)collagens 
derived solely from transfected (pro)collagen genes" (see D1, page 10, lines 15- 
17) - it does neither teach nor suggest that the C-terminal part is responsible for 
strain-recognition and that this part is interchangeable within the different pro- 
alpha chain types. 

Also D2 - though hypothesizing on the importance of the C-terminal part in chain 
discrimination during procollagen assembly (see D2, page 24360, last paragraph) 
- does not lead the skilled person to the teaching of claim 1 1 . 

Accordingly, the subject-matter of claim 1 1 as far as referring to claims 7-10 
comprises an inventive step. 

3.2 The same applies to claims 13-15 and 17-21 as far as referring thereto. 

3.3 Selecting other hosts than those discloses in D1, including establishing and 
selecting a transgenic animal or plant as the host, cannot be considered as to 
comprise an inventive step. 

Therefore, the subject-matter of claims 22-27 can only be considered inventive as 
far as depending on the inventive claims. 

4. For the assessment of the present claims 26 and 27 on the question whether they 
are industrially applicable, no unified criteria exist in the PCT. The patentability 
can also be dependent upon the formulation of the claims. The EPO, for example, 
does not recognize as industrially applicable the subject-matter of claims to the 
use of a compound in medical treatment, but may allow, however, claims to a 
known compound for first use in medical treatment and the use of such a 
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compound for the manufacture of a medicament for a new medical treatment. 

5. The priority document of the present application has not been available at the time 
of establishing this IPER. Therefore, this I PER has been based on the assumption 
that the relevant parts of the claims enjoy the priority claimed. 

Should it later turn out that this is not the case the P/X-documents cited in the 
International search report could become relevant to the subject-matter of the 
claims. 
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